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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No.: 4432789 Petitioner’s Ref: SYN 14/04070
Trademark: HISTIACIL
Registered: November 12, 2013

Sanofi and Sanofi-Aventis de
Mexico SA de CV,

Petitioners, 5 Cancellation No. 92059353
- against -
Tikkun LLC,

Respondent.

X

MOTION ON CONSENT TO AMEND PETITION
FOR CANCELLATION AND TO JOIN CO-PETITIONER

Petitioner Sanofi (“Sanofi™), in accordance with Fed. R. Civ. P. 15(a) and Rule 2.115 of
the Trademark Rules of Practice, and with the express consent of Respondent Tikkun LLC as
indicated by its counsel’s signature below, hereby requests that the Board accept the annexed
Amended Petition for Cancellation.

Sanofi further requests that the Board allow Sanofi’s affiliated entity Sanofi-Aventis de
Mexico SA de CV (“Sanofi Mexico™) to join as a co-petitioner in this proceeding. As set forth in
the annexed Amended Petition for Cancellation, Sanofi Mexico is the affiliate of Sanofi that
markets and sells HISTIACIL pharmaceutical preparations in Mexico. See Amended Petition for
Cancellation (“Amended Petition™), §§ 2-3. One of the reasons for amendment of the Petition
for Cancellation in this proceeding is to add a claim under Section 14(3) of the Lanham Act that,
by using the HISTIACIL mark in the United States, Respondent is misrepresenting the source of

its goods to be those of Sanofi Mexico. See Bayer Consumer Care AG v. Belmora, LLC, 110

(F1525391.1 }



U.S.P.Q.2d 1623 (T.T.A.B. 2014) (finding that respondent’s activities relating to use of the
FLANAX mark in the U.S. misrepresented the source of its goods as those of the petitioner, a
Mexican entity whose use of the FLANAX mark was limited to Mexico). As such, and in
accordance with the aforementioned Bayer decision, Sanofi Mexico is a necessary party of
interest in this case.

Respondent disputes the merit of the misrepresentation of source claim, and reserves the
right to move to dismiss or otherwise challenge the claim. However, Respondent consents to the

addition of Sanofi Mexico as a co-petitioner in this proceeding.

Consented to:

PAUL HASTINGS LLP

By: 1 M
" talie Furman

75 East Street

New York, New York 10022

(212) 318-6000

Counsel for Respondent
Dated: New York, New York Respectfully submitted,
September /7, 2014

FROSS ZELNIC,K LEHRMAN

Counsel for Petitioner
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CERTIFICATE OF SERVICE

The undersigned certifies that a copy of this Motion on Consent to Amended Petition for
Cancellation and to Join Co-Petitioner was sent by first class mail to Respondent’s attorney of
record, Robert L. Sherman, Paul Hastings, LLP, 75 East 55% Street, New York, New York

10022, on this ﬁ_‘h day of September, 2014. / i 1A
// ﬂ / //4/%%

“ “Michag E%ppetta N
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No.: 4432789 Petitioner’s Ref: SYN 14/04070
Trademark: HISTIACIL
Registered: November 12, 2013

Sanofi and Sanofi-Aventis de
Mexico SA de CV,
Cancellation No. 92059353

Petitioners,
- against -

Tikkun LLC,

Respondent. :
X

AMENDED PETITION FOR CANCELLATION

Sanofi, a corporation organized and existing under the laws of France, having a principal
place of business at 54, rue La Boétie, 75008 Paris, France (“Sanofi”), and Sanofi-Aventis de
Mexico SA de CV, a corporation organized and existing under the laws of Mexico (“Sanofi
Mexico) (collectively, “Petitioners™), believe that they will be damaged by the continued
registration of U.S. Reg. No. 4432789, issued on November 12, 2013 to Tikkun LLC
("Registrant"), and hereby petition to cancel the same pursuant to Section 14(1) of the Lanham
Trademark Act of 1946, 15 U.S.C. § 1064(1), and as otherwise set forth herein.

As grounds therefor, Petitioners alleges as follows:

1. Petitioners are under the common ownership and control.

2. For decades, Petitioners and their affiliates have been engaged in the research,

development, manufacturing and marketing of innovative therapeutic solutions in more than one
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hundred countries worldwide, comprising one of the most prominent and successful healthcare
businesses in the world. In Mexico, Petitioner Sanofi Mexico markets and sells an over-the-
counter preparation for the treatment of cough, cold and chest congestion under the name and
mark HISTIACIL. Sanofi Mexico’s HISTIACIL product is enormously successful in Mexico
and it is the #1 selling cough and cold preparation there.

3. Petitioner Sanofi Mexico owns numerous Mexico trademark registrations for the
HISTIACIL mark and HISTIACIL-variant marks, including Registration No. 67704 for
HISTIACIL which issued in 1951 and subsists today. A true and correct copy of Mexico
Registration No. 67704 and the renewal thereof is annexed hereto as Exhibit A.

4. Given the renown of the HISTIACIL brand in Mexico and its prominence there for
more than half a century, it is well-known to consumers in the United States, including but not
limited to consumers in the U.S. that previously resided in Mexico and other persons that have
travelled in Mexico and have become familiar with the country’s best-selling over-the-counter
cough and cold preparation.

5. Given the success of the HISTIACIL product in Mexico and the large number of U.S.
consumers familiar with the HISTIACIL brand, Petitioner Sanofi intends to market and sell its
HISTIACIL cough and cold preparations in the United States. Accordingly, Sanofi filed U.S.
Application Serial No. 85/951,193 for the mark HISTIACIL for “Cough syrups; cough treatment
preparations” in Class 5, which application is pending.

6. Respondent owns U.S. Registration No. 4,432,789 for the mark HISTIACIL,

registered on November 12, 2013, for “Cough treatment preparations” in Class 5. This
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registration is based on alleged use in commerce, with a date of first use in commerce of
September 27, 2013.

7. Registration No. 4,432,789 has been cited under Section 2(d) of the Trademark Act as
a basis for refusing registration of Sanofi’s application to register the mark HISTIACIL. Sanofi
will be damaged by the continuing registration of the HISTIACIL mark by the Registrant
because the registration is blocking registration of Sanofi’s mark HISTIACIL in its application
Serial No. 85/951,193.

8. On information and belief, the Respondent’s mark HISTIACIL is not presently in use
in connection with cough treatment preparations in commerce in the United States, and has never
been in use in connection with cough treatment preparations in commerce in the United States.
Because the HISTIACIL mark was not in use in commerce on or prior to the date that
Respondent filed its allegation of use, the Registration is void ab initio under Section 1(d) of the
Lanham Act, 15 U.S.C. § 1051(d).

9. Further, to the extent Respondent is using the mark HISTIACIL in the United States
in connection with cough treatment preparations, it is intentionally copying Petitioners’
HISTIACIL mark, product packaging and product labeling for the deliberate purpose of
misleading consumers as to the source of Respondent’s products. By way of illustration,
Petitioners’ HISTIACIL product and the specimen submitted by Respondent in support of its

allegation of use in connection with Registration No. 4,432,789 appear as follows:
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10. To the extent Respondent is copying Petitioners’ precise HISTIACIL mark and
using packaging and labeling that is strikingly similar to the packaging and labeling for
Petitioners’ HISTIACIL product, it is doing so intentionally in order to misrepresent to
consumers, including specifically U.S. consumers familiar with Petitioners’ HISTIACIL mark,
that Respondent’s product is from the same source as Petitioners’ product. Respondent’s blatant
misuse of the HISTIACIL mark and other design elements associated with Petitioners’
HISTIACIL product, is done in a manner calculated to trade on the goodwill and reputation of
Petitioners and Petitioners’ HISTIACIL product. As a result, consumers will be confused to
think that Respondent’s HISTIACIL derives from or is authorized by Petitioners, and Petitioners

are losing the ability to control their reputation and therefore are being harmed.
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11. The foregoing conduct of Respondent constitutes intentional misrepresentation of
source under Section 14(3) of the Lanham Act, 15 U.S.C. § 1064(3), and Registration No.
4,432,789 should be cancelled on this basis.

WHEREFORE, Petitioners request that this petition to cancel be sustained and that

Registration No. 4,432,789 be cancelled.

Dated: New York, New York Respectfully submitted,
September /7, 2014
FROSS ZELNICK LEHRMAN
& ZISSU, P.C.

Py
' d

/{é’/ [

/i
By:( AL e
Micha;?ﬂi/éppetta Q

Attorneys fgr Petitioners

866 United Nations Plaza
New York, New York 10017
(212) 813-5900
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OFFSET  FORMA P.1.NUM. 9

SECRETARIA DE ECONOMIA

DIRECCION GENERAL DE LA
PROPIEDAD INDUSTRIAL

Titulo de Marca Nim. 61104,

cuyo establecimiento esté ubicado en_EL PASEQ DE LA REFCRMA NUMERO 1, DESPACHO 455, ME=-
HCO, Do F ¢ T T % ®m O @ o f e e ae a8 ee®n new e e - T e o e ® e o=

DEESPAMAe = = = = = = e 0 0 & 6 c 0 c c c e e mm e 2 o e i

ha__ cumplido con los requisitos que la Ley establece, le concede el registro de marca cuyo
Jacsimile y descripcion van adjuntos, a partir del 4 de JUNIO

de 1951 , 2 las _12 horas 00  minutos, con sujecion a las disposiciones legales relativas.

Este registro es vdlido por diex aios a partir de la fecha antes citada.

Y para constancia se extiende el presente titulo en

Mexico, D. F.ya_10. de____ comms de 195.

I

s
PR EL SECRETAR!O-DE ECONOMIA
EL /0EIC§L- MAYCR,

/-’/
CBL. ¥ LIC. TARSICIO MARQUEZ PADILIA.



En el Historial de Marcas se registré la presente, cuya
tramitacién consta en el expediente nimero39510.

Meéxico, D. F., a10s de OCTUBRE _ _de 1951a

Vo. Bo.

E/ Director Beneral,
@ﬂ D
pd

LIC. CESAR SEPULVEM.



DU3CHIrPCICIH de l1la nparca pertencciente al Pr, RalQl Roviralia

dstoul dc nacionalidad espafiola y domicilio en la 4venida -
Tipidabo MNAar 6 de Barcel Tang s a r
lpidabo Num. 36 de Barcelona, Hsnaia, que usa para amparar
¥y distinguir una medicina ce pateate de accidn estinulante-
regenerador celular que elabora e la Fibrica ubicacda en la

-

risma direccidn que se indica y distribuye en el estableci-

miento comercial ubiczado en ei/féééo de la “eforna uo. 1 -~

PRt
3

deszacho 455 de México, D.F,
La marca consiste esencialmente en la denoninacién - -

.I_

HISTIACIL, independientementce del tamaiio, tipo y cardcter de

las letras que la con<u1uuyen. a/’//

La narca se usara de o“ofﬁrenc1a impresa en los envases
o poxr uedio Ge etiguetas, pero sin que ésto guiera significar

una restriceidn en la nanera de usarla, pués podrd aplicarse
de cuslguier ocra forna que resulte conveniente, ———
RESLTRVAS.,

Bl cropictario hace consistir esgencialmente su narca y -
se reserva la proniedad exclusiva: -

lo.-Del usc de la palabra EISTIACIL represéntada exn cual-
quier tipo, cardcier o tamafic de letras y por tanto considera-
ré corio una imitacién el empleé por un tercerc de ésta palabra
o de vnalauras semcjantes gue con ella puedan confundirse para
amparar una redicina de patente de accién estiiulante, regene-
radcer celular.'//’

20.-Del deracho de aplicarse de cualguier mancra que pro-
duzca le imvresidn visual representada en el facsimile anexo.

) -

Lic. José ii, CasalsBalta

T.J. -
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En el Historial de Marcas se registré la presente, cuya
tramitacion consta en el expediente niimero20516.

Mixico, D. F.,a30e de OCTUBRE de 1951.

Vo. Bo. CECI

B/ Director g/emral.

LIC. CESAR SEPULVEDA.



Certificado con acuse de Recibo ' Instituto

FOLIO.-80032 ' Mexicano ¥ |
de la Propiedad [#3

Industrial

DIRECCION DIVISIONAL DE MARCAS

COORDINACION DEPARTAMENTAL DE CONSERVACION DE
DERECHOS.

MARCA: 67704

Asunto: Se comunica la renovacién del registro de marca que se
indica.

México, D.F. a 28 DE JUNIO DE 2011.

ALEJANDRO GABRIEL GONZALEZ ROSSI

AV. TECAMACHALCO # 14, PISO 7 PH, COL. LOMAS DE CHAPULTEPEC
11010 MEXICO, D.F. :

En atencion a su escrito presentado el 03 DE MAYQO DE 2011, se le comunica que el presente registro de
marca ha quedado renovado con No.168356/2011 por el término de diez afios a partir del 04 DE JUNIO DE
2011, de conformidad con lo dispuesto en los Articulos 95, 130, 133 y 134 de la Ley de la Propiedad Industrial.

No obstante lo anterior, esta Autoridad se reserva las facultades que confiere la Ley de la Materia para
comprobar el cumplimiento de lo dispuesto en los Articulos 130 y 134 de dicha Ley.

El suscrito firma el presente oficio con fundamento en lo dispuesto por los articulos 6° fraccion Il y 7° BIS 2 de
la Ley de la Propiedad Industrial; articulos 1°,3° fraccion V, inciso b), subindices i} y iv) primero y segundo gui6n
respectivamente, 4°, 5° 11 dltimo pérrafo y 13 fracciones |, Il, Ill, IV, V, VI Y VII del Reglamento del Instituto
Mexicano de la Propiedad Industrial; articulos 1°, 3° 6° del a), b) c), d), e) y f), parrafos antepentiltimo,
pendltimo y ultimo del Acuerdo que delega facultades en los Directores Generales Adjuntos, Coordinador,
Directores Divisionales, Titulares de Oficinas Regionales, Subdirectores Divisionales, Coordinadores
Departamentales y otros -Subalternos del Instituto Mexicano de la Propiedad Industrial; y articulos 1°, 3°, 4°, 5°
fraccion V, inciso b), subindices i) y iv) primero y segundo guién respectivamente, 17 Fracciones [, II, Hi, IV, V,
VI y VI, 28 y 31 del Estatuto Organico del Instituto Mexicano de la Propiedad industrial. Ordenamientos Legales
cuyas reformas, adiciones y modificaciones se encuentran vigentes a la fecha de emisién del presente oficio.

ATENTAMENTE

ADOR DEPARTAMENTAL

DRIGUEZ RODRIGUEZ

LRGN
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CERTIFICADO CON  oepenoewcia DIRECCION GRAL. DE LA

ACUSE DE RECI BO, PROP1 EDAD | NDUSTR! AL,
DEPTO. DE MARCAS.
REG. - (35589) RENOVAC! ONES.
s SEXTA.
y ' No.DEL OFICIO l6/“|. ! 724@3
"SECRETARIA ExPEDIENTE  MARCA
OE 6270h
INDUSTRIA ¥ COMERCIO ASUNTO Que con el nﬁmero qued§ renovada
b0 . 2u6h

Mé:iico, D. F.,

¢, LIC, Ci3AR BEFWLVLDA,

rooterado de POLITECNICA, S, Ay ’
Tacube No, 37, Edif. Cobo, ;w;. AEERa:
México, D, F, . ot o

Con relaci6n a su salicitud de renovacién ordinaria

de fecha 4 se le mani-
5 de septismbre do 1961, St o eia

- fiesta que la marca que se indica, quodé renovada en los térmi
nos de los artrculos I68 169 y 170 de la Ley da Io Propiadad-

Industrial, por dicz alos més, a partir del
b de junio de 1961,

& ktentomente.
" SUFRAGIO EFECTIVO. NO R ELECCI ON.
EL;DIRECTOR. GENERAL. /. e

P

1I1C. AKTUKO OONZALEZ COSIO,

MY /eso,
ALP/Fam.

Al contesicr este oficio, citensa ic facha y los
datos contensdos ( - ongulo supericr derscho




CERTiIFiCADO CON oepenDENGIA DIRECCION GRAL. DE LA

ACUSE DE RECIRO. PRCPI EDAD 1 NDUSTRIAL,
g & % 'V;DEPTO. DE MARCAS.
19 REG.- 35589 T s A i RENOVACI ONES.
: L Ex -
"“°FL°“‘?'°'..?6/I?I. , 20%d10
SECRETARIA EXPEDIENTE - MARCA 67704 . .
DE ?j
INDUSTRIA Y COMERCIO ASUNTO: Que con el nGmero 2441 quadd renovada

la marca YHISTIACIL*,

" i ~ Méyico, D. F., 3 de agosto de 1971
C. LIC, CE3AR SEPULYEDA
spoderado de PILITECRICK, BiAey

'houba f 31, Edif, Cobdo.
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CERTIFICATE OF SERVICE

The undersigned certifies that a copy of this Amended Petition for Cancellation was sent by first
class mail to Respondent’s attorney of record, Robert L. Sherman, Pau] Hastings, LLP, 75 East
55" Street, New York, New York 10022, on this /4 " day of epte/nbcr, 2014

/ \
& \M/Wrappetta o
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